United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.usplo.gov 



| ATTORNEY DOCKET NO. | CONFIRMATION NO~ 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/692,887 



10/24/2003 



22045 7590 10/10/2006 

BROOKS KUSHMAN P.C. 

1000 town center 
twenty-second floor 
southf1eld, mi 48075 



Hans-Peter Weitzel 



WAS 0606 PUS 



1906 



EXAMINER 



EGWIM, K.ELECHI CHIDI 



ART UNIT 



PAPER NUMBER 



1713 

DATE MAILED: 10/10/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 




United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 



BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 



Application Number: 10/692,887 
Filing Date: October 24, 2003 
Appellant(s): WEITZEL ET AL. 



William G. Conger 
For Appellant 



EXAMINER'S ANSWER 



This is in response to the appeal brief filed 07/27/2006 and re-submitted 09/25/2006 
appealing from the Office action mailed 02/27/2006. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings that will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is deficient. 37 
CFR 41 .37(c)(1 )(v) requires the summary of claimed subject matter to include: (1 ) a 
concise explanation of the subject matter defined in each of the independent claims 
involved in the appeal, referring to the specification by page and line number, and to the 
drawing, if any, by reference characters and (2) for each independent claim involved in 
the appeal and for each dependent claim argued separately, every means plus function 
and step plus function as permitted by 35 U.S.C. 112, sixth paragraph, must be 
identified and the structure, material, or acts described in the specification as 
corresponding to each claimed function must be set forth with reference to the 
specification by page and line number, and to the drawing, if any, by reference 
characters. The brief is deficient because the present claims only require the partially 
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hydrolyzed EVA copolymers to be used, at some point, during preparation of the 
powder. There is no limitation requiring the same protective colloid to be used in both 
the polymerization step and the subsequent addition of protective colloid before drying, 
let alone wherein both protective colloids are necessarily the same partially hydrolyzed 
EVA copolymers. Since the claims require that partially hydrolyzed EVA copolymers 
are used, at some point, as protective colloids and there are at least two different 
instances wherein protective colloids are required, it need not be the same protective 
colloid used in each steps. There is also no actual requirement in the appealed claims 
that the further addition of protective colloid be "during spay drying". It appears appellant 
may be reading limitations into the present claims. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct, except that the rejections based on Nakamae et al. are withdrawn. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 
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(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claims 1-15 are rejected under 35 U.S.C. 102(b) as anticipated by Mayer et al. 
(USPN 6,300,403). 

In col. 3, lines 7-24 of '403, Mayer et al. teach the production of a protective- 
colloid-stabilized base polymer water-red ispersible powder, said polymer comprising a 
homo- or copolymer of one or more of the claimed unsaturated monomer units, wherein 
said polymer powder is prepared by emulsion polymerization in the presence of a 
partially hydrolyzed vinyl acetate protective-colloid copolymer, with a monomer such as 
ethane (ethylene) representing 0.1 to 10 mol% of the partially hydrolyzed vinyl acetate 
protective-colloid copolymer, with a degree of hydrolysis DH of the vinyl acetate units of 
84 mol % < DH < 92 mol% and a Hoppler viscosity of from 1 to 30 mPas (see col. 5, 
lines 35-49), and spray drying the polymer dispersion thus obtained with addition of 
further protective colloid, preferably a partially hydrolyzed polyvinyl acetate with a 
degree of hydrolysis of from 80 to 95 mol% and a Hoppler viscosity of from 1 to 30 
mPas (see col. 6 , line 57 to col. 7, line 14). The powders are additives to admixture 
such a mortars. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as anticipated by Mayer et al. 
(US 2001/0025078). 
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In U's 14 of '078, Mayer et al. teach the production of a protective-colloid- 
stabilized base polymer water-red ispersible powder, said polymer comprising a homo- 
or copolymer of one or more of the claimed unsaturated monomer units, wherein said 
polymer powder is prepared by emulsion polymerization in the presence of a partially 
hydrolyzed vinyl acetate protective-colloid copolymer, with a hydrophobic monomer 
such as ethane (ethylene) representing 0.1 to 10 mol% of the partially hydrolyzed vinyl 
acetate protective-colloid copolymer, with a degree of hydrolysis DH of the vinyl acetate 
units of 80 mol % < DH < 95 mol% and a Hoppler viscosity of from 1 to 30 mPas (see U 
25-27), and spray drying the polymer dispersion thus obtained with addition of further 
protective colloid, preferably a partially hydrolyzed polyvinyl acetate with a degree of 
hydrolysis of from 80 to 95 mol% and a Hoppler viscosity of from 1 to 30 mPas (see U 
36 and 37). The powders are additives to admixture such a mortars. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as anticipated by Weitzel (EP 
1110978). 

In col. 2, lines 53-60 of US6576698, which is the English translation of EP 
1 1 10978, Weitzel teaches the production of a protective-colloid-stabilized base polymer 
water-redispersible powder, said polymer comprising a homo- or copolymer of one or 
more of the claimed unsaturated monomer units, wherein said polymer powder is 
prepared by emulsion polymerization in the presence of a partially hydrolyzed vinyl 
acetate protective-colloid copolymer, with a hydrophobic monomer such as ethane 
(ethylene) representing 0.1 to 10 mol% of the partially hydrolyzed vinyl acetate 
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protective-colloid copolymer, with a degree of hydrolysis DH of the vinyl acetate units of 
80 mol % < DH < 95 mol% and a Hoppler viscosity of from 1 to 30 mPas (see col. 5, 
lines 14-59), wherein some of the partially hydrolyzed vinyl acetate protective-colloid 
copolymer may also be metering an after initiation of polymerization, and spray drying 
the polymer dispersion thus obtained with addition of further protective colloid, such as 
partially hydrolyzed polyvinyl alcohols, as drying aids (see col. 6, lines 40-60). 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as anticipated by Weitzel (EP 
1065224). 

In col. 2, lines 16-22 of US6605663, which is the English translation of EP 
1065224, Weitzel teaches the production of a protective-colloid-stabilized base polymer 
water-redispersible powder, said polymer comprising a homo- or copolymer of one or 
more of the claimed unsaturated monomer units, wherein said polymer powder is 
prepared by emulsion polymerization in the presence of a hydrophobically modified 
partially hydrolyzed vinyl acetate protective-colloid copolymer, with a hydrophobic 
monomer such as ethane (ethylene) representing 0.1 to 10 mol% of the partially 
hydrolyzed vinyl acetate protective-colloid copolymer, with a degree of hydrolysis DH of 
the vinyl acetate units of 80 mol % < DH < 95 mol% and a Hoppler viscosity of from 1 to 
30 mPas (see col. 5, lines 3-50), wherein some of the partially hydrolyzed vinyl acetate 
protective-colloid copolymer may also be metering an after initiation of polymerization, 
and spray drying the polymer dispersion thus obtained with addition of further protective 
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colloid, such as partially hydrolyzed polyvinyl alcohols, as drying aids (see col. 6, lines 
45-66). 

(10) Response to Argument 

Appellant argues that "the claimed invention requires that specific, partially 
hydrolyzed ethylene/polyvinyl alcohol copolymers be used as the protective colloid both 
during polymerization and during spray drying", however this is simply not the case. 
While appellant's current claims under appeal require that the specific protective 
colloids be used during the preparation, they simply do not require that this same 
protective colloid be used in each applications of a protective colloid. Claim 1 also fails 
to exclude the use of different protective colloids during the preparation of the powders. 
As long as the prior art teaches the use of the specific claimed protective colloids during 
the preparation of the powders, it need not teach that this same protective colloid be 
used in each and every instance in which a protective colloid is applied during the 
course of the preparation. This features upon which appellant relies is not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). Appellant is reading limitation into the 
claims that are simply not there. 

Further, the fact that "colloids" as opposed to "colloid" is used in the last line of 
claim 1 is insignificant in this regard. Either of the protective colloids used can 
individually be termed as protective colloids. The term does not lend itself to such a 
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distinction, thus the comparison to the words "house" and "houses" is no apposite. The 
language in the last line of claim 1 simply DOES NOT recite "each" or both". 

It is noted that appellant continually used the terms "both", "same" and "each" in 
the arguments to make the distinction between wherein the same protective colloid is 
use in both/each instance of their application and wherein the same protective colloid is 
not required. Yet these terms, which appellant clearly recognized as being necessary in 
making this distinction, are absent from independent claim 1 . 

Regarding the footnote about the response submitted AFTER FINAL on 
04/05/2006, appellant stated in this response that "[i]f the Examiner believes that the 
claim reads otherwise [than appellant's interpretation], Appellants will amend the claim 
accordingly". To which the Examiner responded in the advisory action that he believes 
the "present claims only require the partially hydrolyzed EVA copolymers to be used at 
some point." The Examiner also stated that, based on this interpretation, "[s]ince there 
are at least two different protective colloid usages, it need not be the same protective 
colloid used in the both steps". It is clear from this response how the Examiner 
interprets that claims and Appellant is therefore apprized of their options to amend. 

It noted that appellant did not submit any amendment after final with the 
04/05/2006 response, ever through such an amendment, if filed, changing the scope of 
the claims, would have raised new issues and could not have been enter without 
reopening prosecution. 
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Each of Mayer (*403 or '078) and Weitzel ('698 '663) teach the use of a partially 
hydrolyzed ethylene/polyvinyl alcohol copolymer at least once during the 
polymerization/spray drying to prepare the claimed polymer powder (see above). 

Regarding the argument that Mayer ('403 or '078) only teaches, but does not 
exemplify the partially hydrolyzed ethylene/polyvinyl alcohol copolymers, it is well 
settled that anticipatory teachings are not limited to any particular embodiment/example. 
In re Boe, 148 USPQ 507 (CCPA 1966). Disclosed examples and preferred 
embodiments (even if the embodiments tested by appellant were preferred) do not 
constitute a teaching away from a broader disclosure. In re Susi, 440 F.2d 442, 169 
USPQ 423 (CCPA 1971 ). If the prior art teaches the partially hydrolyzed 
ethylene/polyvinyl alcohol copolymers, the requirements for rejection are met. 

Regarding claim 1 1 , the independent claim 1 is to a process for preparing a 
powder, which involves first preparing a polymer is a dispersion and finally drying the 
polymer dispersion to form the powder. Claim 1 1 modifies the 
preparation/polymerization step of the polymer in claim 1 to require that only the 
partially hydrolyzed ethylene/polyvinyl alcohol copolymers be used in preparing 
(polymerizing) the polymers, with no mention of the drying step to form the powder. 
While each of Mayer ('403 or '078) and Weitzel ('698 '663) allow for the presence of 
additional protective colloid species during polymerization, the additional protective 
colloids are not required by the cited prior art during polymerization of the polymers. 
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Due persuasive arguments by appellant, the previous rejections of record based 
on Nakamae et al. have been overcome and are hereby withdrawn. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
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■"UMARY EXAMINER 
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David Wu 



